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DETAILED ACTION 

1. Cancellation of claims 13,21,26, and 30 is noted. Claims 1-12, 14-20, 22-25, 27- 
29, and 31-43 remain pending. 

Response to Amendment 

2. The declarations filed on 1/5/2005 under 37 CFR 1 .131 has been considered but 
are ineffective to overcome the Lowery reference (US 6,446,1 1 1 ). 

3. The evidence submitted is insufficient to establish diligence from a date prior to 
the date of reduction to practice of the Lowery reference (6/18/1999) to either a 
constructive reduction to practice or an actual reduction to practice preceding the filing 
of US provisional application 60/169,032 on December 3, 1999. 

r 

4. With regard to the document submitted on tab B, titled "VMLite.cpp Revision 
History", the periods of time between versions 1.1 and 1.2 (6/23/99 to 8/03/99), 1.7 and 
1 .8 (8/26/99 to 9/24/99), and 1 .13 and 1 .14 (10/8/99 to 1 1/08/99) have not been 
accounted for. No explanation is given regarding why the software was not worked on 
during these periods or what work, if any, was being done on the invention during these 
periods. These three time periods account for more than half of the time period in which 
diligence must be shown. Applicant's statement "Additional versions of the program 
interpreter (23 in all) were checked into the revision control system in August, 
September, October, November, and December of 1999, clearly establishing that we 
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were diligently working on this part of the claimed invention during the time period at 
issue" (Declaration of David Yach, Page 4) is not sufficient since it amounts to a mere 
pleading rather than a showing of the facts. See MPEP 2138.06. 

5. An applicant must account for the entire period during which diligence is 
required. Gould v. Schawlow, 363 F.2d 908, 919, 150 USPQ 634, 643 (CCPA 1966) 
(Merely stating that there were no weeks or months that the invention was not worked 
on is not enough.); In re Harry. 333 F.2d 920, 923, 142 USPQ 164, 166 (CCPA 1964) 
(statement that the subject matter "was diligently reduced to practice" is not a showing 
but a mere pleading). A 2-day period lacking activity has been held to be fatal. In re 
Mulder, 716 F.2d 1542, 1545. 219 USPQ 189, 193 (Fed. Cir. 1983) (37 CFR 1.131 
issue); Fitzgerald v. Arbib. 268 F.2d 763. 766. 122 USPQ 530. 532 (CCPA 1959). 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a).shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(f) he did not himself invent the subject matter sought to be patented. 
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7. Claims 1-4.10-12,14-20.22,27,28,32-34,36-38,40.42, and 43 rejected under 35 
U.S.C. 102(e) as being anticipated by Lowery (US 6.446,11 1). 

The rejections under 102(e) over Lowery, presented in the final Office action of 
7/1/04, are maintained. 

8. Claims 1-12. 14-20,22, 27,28,31,32.35-39.42, and 43 are rejected under 35 
U.S.C. 102(e) as being anticipated by Schwartz et al. (US 6.473.609). 

9. With regard to claim 1 . Schwartz discloses a system for retrieving information 
from one or more information sources, wherein the information includes a plurality of 
content types, comprising: a host device (link server) (Col 5, Lines 48-61 and Fig 1, 
114) coupled to the one or more information sources (network server) (Col 5, Lines 23- 
35) for retrieving the information; and a translation component coupled to the host 
device (Col 5, Lines 57-61 ), the translation component including a plurality of content 
translators, wherein each content translator is configured to translate one of the plurality 
of content types into common virtual machine language programs (content is converted 
into SSD screen commands) (Col 9, Lines 29-49). 

1 0. With regard to claim 2, Schwartz further discloses a plurality of client devices 
coupled to the translation component, each of the client devices including an interface 
for receiving common virtual machine language programs from the translation 
component and a virtual machine engine for executing the received common virtual 
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machine language program (programs are received and executed by the mobile device) 
(Col 9, Lines 29-49). 

1 1 . With regard to claim 3. Schwartz further discloses that the plurality of client 
devices further include a file explorer component for sending an information request to 
the host device, which then retrieves the requested information from the one or more 
information sources and passes the requested information to the translation component 
(file is requested by mobile devices and converted by the link server) (Col 9, Lines 1-5). 

1 2. With regard to claims 4-9, Schwartz further discloses that the content translators 
include translators for HTML, HDML, WML, and XML (Col 8, Lines 62-67). 

1 3. With regard to claim 1 0, Schwartz further discloses that the information is 
retrieved from the one or more information sources through a TCP/IP network 
connection between the host system and the one or more information sources (landnet 
that connects link server with the information sources uses HTTP) (Col 7, Lines 15-16 
and Fig 1). 

14. With regard to claim 1 1 , Schwartz further discloses that at least one of the one or 
more information sources is a web site accessible via the Internet (landnet may be the 
Internet) (Col 5, Lines 11-13). 
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1 5. With regard to claim 12, Schwartz further discloses a byte code generator 
coupled to the translation component for compressing the common virtual machine 
language programs since byte codes are generated (Col 9, Lines 39-47). 

16. With regard to claim 14, Schwartz further discloses a network coupling the 
plurality of client devices to the translation component (airnet)(Fig 1 , 102). 

1 7. With regard to claim 1 5, Schwartz further discloses that the translation 
component further includes a network protocol interface for transmitting and receiving 
data via the network (Col 7, Lines 9-13). 

18. With regard to claim 16, Schwartz further discloses that the network protocol 
interface packetizes the virtual machine language programs for transmission to the 
plurality of client devices via the network (Airnet uses HDTP/UDP and UDP packetizes 
data) (Col 7, Lines 22-24). 

19. With regard to claim 17, Schwartz further discloses that the network (airnet) is a 
wireless digital data network (Col 5, Lines 26-32). 

20. With regard to claim 18, Schwartz further discloses that the wireless digital data 
network is a packet data network (Airnet uses HDTP/UDP and UDP packetizes data) 
(Col 7, Lines 22-24). 
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21 . With regard to claim 19, Schwartz further discloses that the plurality of client 
devices are mobile computing apparatuses (Col 5, Lines 27-32). 

22. With regard to claim 20, Schwartz further discloses that the mobile computing 
apparatuses are PDAs, cellular telephones, Internet appliances, or two-way pagers (Col 
5, Lines 27-32). 

23. With regard to claim 22, Schwartz further discloses that the content translator is 
located at the host system (link server) (Col 9, Lines 31-36 and Fig 3, 318). 

24. Claims 27,28,31 ,32,35-39,42, and 43 are rejected for the same reasons as 
claims 1-22, since they include similar concepts and limitations. 

25. Claims 1-12, 14-20, 22-25, 27-29, and 31-43 are rejected under 35 U.S.C. 102(f) 
because the applicant did not invent the claimed subject matter. 

26. With regard to claims 1-12, 14-20, 22-25, 27-29, and 31-43, the document 
submitted on Tab B of the Declaration of Prior Invention, titled "VMLite.cpp Revision 
History" along with the Declaration of David Yach provide evidence that the named 
inventor is not the sole inventor of the claimed subject matter. 
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In section 2 of the Declaration of David Yach, lines 5-7 state "Attached at Tab B 
is a listing of changes that were made, some by myself, others by co-workers that were 
working with me, on a program called VMLite.cpp." 

The document titled "VMLite.cpp Revision History" is described in the Declaration 
of David Yach with the statement "Any time that a software developer made a change to 
the program under control of this system, a new history entry would be stored, and the 
changes to the program would also be tracked. This document lists "gbentz" as the 
author of the program in all of the entries from 1 1/1 1/1999 to 12/9/99. 

Based on Applicant's own statements, one or more co-workers, including at least 
the co-worker identified by "gbentz", made changes to the program "VMLite.cpp", which 
is the "program interpreter" as appears in the claims. In the absence of any evidence to 
the contrary, any person making changes to the claimed invention must be presumed to 
be an inventor. 

Claim Rejections - 35 (JSC § 103 

27. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

28. Claims 5-9, and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lowery (US 6,446,1 1 1 ) in view of Mercer (US 6,547.830). 
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Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lowery 
(US 6,446,111). 

Claims 25,29,35, and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lowery (US 6,446,1 1 1 ) in view of McGarvey (US 5,926.631 ). 

29. The rejections under 103(a) over Lowery, taken alone or in combination with 
Mercer or McGarvey, presented in the final Office action of 7/1/04, are maintained. 

30. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schwartz et al. (US 6,473.609). 

31 . With regard to claim 23. while the system disclosed by Schwartz shows 
substantial features of the claimed invention (discussed above), including that the 
content translator is coupled to the host system (Col 8, Lines 55-58 and Fig 3), it fails to 
specifically disclose that the content translator is coupled to the host system using an 
HTTP interface. 

Schwartz discloses the use of an HTTP interface to receive information from the 
information sources (Col 7, Lines 15-16). While Schwarz remains silent on the interface 
between the host and the translator, it would have been advantageous to use an HTTP 
interface since the content being received from the information sources is received via 
HTTP and it would not need conversion before being sent to the translator. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use an HTTP interface to couple the host system to the 
content translator since the host system already received the data via an HTTP 
interface and it would not need conversion before being sent to the translator. 

32. Claims 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schwartz et al. (US 6.473,609 in view of Doyle et al. 

33, With regard to claims 24 and 25, while the system disclosed by Schwartz shows 
substantial features of the claimed invention (discussed above), including a program 
store (history) for storing a plurality of virtual machine language programs received from 
the translation component, determining whether requested information is associated 
with a program stored in the program store, retrieving the program from the program 
store if it is located there, and requesting the data if it is not present (Schwartz, Col 16. 
Lines 21-29). However, Schwartz discloses that these functions are located on the 
sever rather than the client device. 

Doyle teaches that the offloading of processing from a server as a means to 
reduce both the load on the server and congestion in the network near the server is well 
known (Doyle, Page 6, Paragraph 1). Since each user of the system disclosed by 
Schwartz has an individual mobile device, the amount of processing required for the 
server to convert every request into a virtual machine language program would get very 
large as the number of users grew. With a sufficiently large number of users, the server 
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may have become overloaded and unusable (Doyle, Page 5, Paragraph 1). This would 
have required very expensive server upgrades to keep up with demand (Doyle, Page 6, 
Paragraph 4). By maintaining a program store and history on the client, the number of 
requests would be greatly reduced since users often request information they recently 
looked at. This would greatly reduce the load on the server, improving the speed and 
reliability of the system for the users and reducing the cost for the service provider. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to maintaining a program store and history on the client 
since it would have reduced the number of requests made by clients, improving the 
speed and reliability of the system for the users and reducing the cost for the service 
provider. 

34. Claims 29,33,34,40, and 41 are rejected for the same reasons cited for claims 24 
and 25, since they include similar concepts and limitations. 

Conclusion 

35. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

36. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron Strange whose telephone number is 571-272- 
3959. The examiner can normally be reached on M-F 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Glen Burgess can be reached on 571-272-3949. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR, 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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